Discussion Paper: 

Copyright Risk Management relating to Serial titles to be scanned for the Biodiversity Heritage Library at the Natural History Museum.

Purpose
This document is intended to clarify the IPR factors that need to be considered position relating to scanning of Serial titles by the Natural History Museum for the Biodiversity Heritage Library (BHL) and then make recommendations based on the risks involved. It is proposed that the assessment of those risks should lead to an IPR policy for the Museum’s involvement with BHL which is based upon the level of risk which is determined to be acceptable.

Context

BHL aims to scan legacy literature and make it available with some rights reserved under a Scientific Commons licence (see http://en.wikipedia.org/wiki/Science_Commons) on the internet. Although an international project, its activities cross many legal jurisdictions in terms of the partners involved, origin of the material to be scanned and IPR legislation which applies to them. It has already been identified that it will be unrealistic to expect to get copyright clearance in every case, or that agreements will be able to be established with every publisher who owns rights to the material. A range of opinions have been sought from a variety of the stakeholder involved in the project, both within the Museum and amongst the BHL partners. The question is, given an analysis of the risks involved, what pragmatic solutions are available for minimizing risks and what is the extent to which the Museum is willing to go in order to ensure that the project can proceed but without detriment to the organization’s or project’s reputation?

Background - Special Issues relating to serials and copyright: 

Difficulties in tracing rightsholders and orphan works.

The rights for each serial title may or may not be owned by a publisher. If it is a historical serial title, and the rights were originally owned by a publisher, the publisher may have gone into liquidation or gone bankrupt. In the UK, the assets (including the IP) may be Bona Vacantia (i.e. passed to the Crown) and administered by the Treasury Solicitor.

The rightsholder for serials material is not always clear and the following guidelines apply:
· If the original contributors to an article assigned their copyright to the publisher, then the publisher is the rightsholder, so long as the initial period of assignment (if stated) has not expired. 

· The rightsholder may be the contributor’s employer. 

· If the contributor is the owner of the rights, the standard “life plus 70 years of all authors” rule applies.

Calculating term of copyright duration

General rules

The country of origin is significant here. This is the country in which the publication was first published. If this is in multiple jurisdictions, any of those can apply (provided that they were published in those jurisdictions within thirty days of each other). UK copyright law stipulates life plus 70 years of all authors. Other countries may have their own terms. 

In all cases, it should be identified whether the country is a signatory to the Berne Convention, and/or a member of the European Union (EU). Signatories to the Berne Convention agree to award at least the same copyright duration as the country of origin, or a minimum of life + 50 years if this is greater. Where the signatory is also a member of the EU, that term is increased to life + 70 years.

Crown copyright:

Publications identified as Crown copyright are afforded a longer duration of copyright than the standard period. This longer duration is the longer of either 125 years after creation or after the year 2039.

Potential consequences of adopting an inappropriate level of risk assessment 
Scanning and making serials content publicly available without due consideration of the rights implications, presents serious risks for the Natural History Museum. These risks can be grouped into two categories:

1.
Legal liability and the potential repercussions for the Museum.

2.
Damage to the NHM’s reputation 

3.
Erosion of relationships with publishers and other third party rights holders with whom we may wish to deal with in order to negotiate terms for scanning their in-copyright material as part of the BHL, who may also supply us with journals and with whom we work with in other ways.

List of Identified Risks

Scanning carried out by the NHM in the UK for immediate deposit and access to users worldwide via a US-based website

In this case, were material found to be in copyright, the NHM would be liable for primary infringement of copyright and for this reason, the “transitory copies” rule (that a temporary copy in the cache was legally made) would not apply as material would have been made accessible globally.
Illegal (or high-risk) scanning by any other BHL Partner:

In the case of our participation as a founding member and partner of the BHL, we are also potentially liable for secondary infringement should any liability accrue from illegal scanning taking place by any of the other BHL partners on behalf of the BHL.

Infringement for allowing access in any IP-address accessible country whose rights legislation is punative

Uploading of material accessible via any country’s IP address range can potentially cause liability for infringement in any country according to the laws of each locality. There is a small risk in the case of international publishers that they would seek redress in the most restrictive domain where the alleged infringement had occurred. See http://www.ipr-helpdesk.org/controlador/resources/showDocument?idFicha=0000006577&formato=xml_html&nomFichero=ES_Applicable_law_infringements&idFichero=00&len=en for further details.

Third Party content

Where a serial title contains third-party content (e.g. drawings or photographs supplied from external sources), these may be subject to their own copyright or licensing restrictions. For example, the journal publisher may have had to obtain a licence from a commercial Picture Library to print such material prior to the original print run (and paid specifically for such copyright clearance), but this will not automatically mean that it can be legally reused as part of the digital surrogate being created.

Risk Evaluation

The purpose of risk evaluation is to measure the probability and impact of the various identified risks and enable a judgement to be made about how this is to be handled. The risk continuum ranges from deciding that the risk is too high and the action should not be adopted, through to low risk, which may allow scanning to be conducted, perhaps accompanied by a strategy such as the presence of a robust “notice and takedown” procedure in the event that the risk was inaccurately judged in a particular case, but in good faith. The identified risks are evaluated below:
Scanning carried out by the NHM in the UK for immediate deposit and access to users worldwide via a US website

The greater the time period that has elapsed since the material in question was published, the more that the risk diminishes. However, regardless of the material’s age, categorizing the rightsholder according to their business purpose will still be of relevance. Thus, a non-profit making organization is less likely to have the financial resources to mount a major legal challenge than a commercial entity. However, it should not be assumed that a disgruntled publisher cannot create adverse publicity. They could do this regardless of their financial position, which in turn could have a direct knock-on effect on the NHM’s ability to establish partnerships with other potential BHL content holders and risk jeopardising the Project. 

Illegal (or high risk) scanning by any other BHL Partner:

As a founding partner, the NHM should guarantee to take a robust approach against hosting such material when issues of dubious legality such as this arise which could derail the Project. 

Infringement for allowing access in any IP-address accessible country whose rights legislation is punative

It is impractical to follow the laws of every local jurisdiction but the risk of adverse effects here is probably in the low – moderate category. Taking a lead from the international and EU legislation would be likely to reduce these risks considerably.

Third Party content

Older material is less likely to cause problems here, but more modern material (within the age of mass photography for example), is likely to be problematic. A strategy needs to exist for this case, possibly identifying that a serial title is likely to contain such material, via sampling.
Recommendations and Next Steps:

Risk strategy via use of date-range bands

Banding material by risk category:

In order to alleviate risks of copyright infringement, material that is intended for scanning should be classified into one of three bands. The risk, project impact, resource requirements and other requirements are assessed for each band and the Museum needs to decide which of them they are happy to adopt, including the option to reject material in particular bands which are perceived to be of too great a risk. The suggested bands are:

BAND 1: Published before 1860. 

BAND 2: Published between 1860 and 1907 (over one-hundred years ago).

BAND 3: Published post 1907 (more than one hundred years ago).

BAND 1: (low risk)

Material published before 1860 is very likely to be out of copyright but there is a minimal risk that this may not always be the case. 

· the Museum should have a stated procedure by which they can be notified of any infringement and the process by which the material would be withdrawn in such cases (notice and take down procedure)

· there is only a finite amount of suitable material available for scanning in this band (a proportion being unsuitable due to fragility and conservation issues), so this is only a short term solution.

· Minimal staff intervention is required to ascertain or clear copyright.

BAND 2: (medium risk)
A proportion of this material will be out of copyright, but it is impossible to say how much. This type of material presents an acceptable level of risk for scanning if rights are not cleared, as long as suitable “due diligence” procedures are followed and recorded:

· Due diligence rules must be applied and where they reveal a current rightsholder, they should be approached and express permission sought to scan their material.

· Where Due Diligence has been applied and recorded, and the rightsholder could not be traced, scanning can proceed.

· Disclaimers should appear in conjunction with the online material (providing contact details of the appropriate member of staff)

· A robust notice to take down procedure should be in place.

· A large part of the core BHL material will fall within this date range and it will be necessary to perform due diligence for the project to be able to proceed.

· The time taken to be able to research, record and thus claim that due diligence procedures have been followed may well be onerous.
· Having a specialist who can “bulk copyright clear” groups of titles by publisher would be a good use of BHL financial resource.
· The copyright clearance specialist might also double up as a negotiator, and will also be required where due diligence has revealed that the rightsholder exists and a negotiation needs to take place.
An effective risk-minimizing due diligence policy is described in Appendix 1.

BAND 3: (high risk)

The use of this material without rights clearance is considered high risk and dangerous. It is therefore recommended that it should not be scanned without obtaining express permission from the publisher or current rightsholder.

· Without express permission, there is a risk of damage to the Museum’s reputation and ability to gain other agreements to scan from other publishers.
· Ascertaining who the publisher to contact is and conducting the negotiations may be time consuming for certain titles.

· A significant proportion of BHL content will also fall within this date period (1907 – 1923)
· A specialist negotiator will be required to obtain publisher agreements here.
· Robust legally binding agreements should contain NHM (and BHL) exclusion from liability should the publisher signing these be doing so on the basis of inaccurately supplied rightsholder claims.

Other recommendations:

· The Museum and BHL should aim to insert a clause limiting IPR liability between the NHM and its fellow BHL scanning partners such as the Internet Archive.
· In order to limit any liability where rights information that was provided in good faith by the publisher is subsequently found to be incorrect, any agreement that the NHM makes with a publisher should contain relevant warranties and indemnities to protect itself against any losses and damages, in case the person granting the permission is not the rights holder.

· During the workflow to identify and prepare potential material for scanning, the likelihood of third-party content existing and whether or not it needs to be cleared should be considered.

· Where possible, the last known publisher who was a rightsholder should be contacted to ensure that they are in a position to determine the rights of the serial title(s) in question. 
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Appendix 1: Due Diligence

There follows a sample policy which contains the minimum considerations which need to be applied in order for one to claim that “due diligence” has been conducted.

The information which will need to be sought and recorded

1) When was the serial title first published?

2) Can the publisher be identified?

3) What is the name of the publisher who published the material?

4) What is the country of origin (where the title was first published)? Where a publication is published in more than one location at a similar time, the most favourable country of origin should be noted.

5) What is the term of copyright duration given the country of origin and the international and EU laws that may apply?

6) Does the publisher still exist?

7) Does the identified owner of the publisher have the rights to this particular title?

8) Is there evidence of third-party material (photos etc.) within the title which may have separate rights?

9) Is there evidence of more than one publisher having owned the serial title during the proposed date range?

10) Have we contacted the publisher to ask them for the right to reproduce?
11) What was their response?
Sources which should be searched (in the sequence to be consulted)

· A BHL Publisher details database should be searched to ascertain if the rights are already known.

· The library catalogue serials title record should be checked for rightsholder details

· Physical examination of a sample of volumes from the publication to seek any credit attributions, signatures, marks or signs relating to authorship and/or rights holders details. Additionally, where there appears to be third-party content, this should be noted.

· Google scholar and Google (web) should be checked for presence of the serial title in electronic form and evidence of the status of the publisher and current rights holder.

· Copyright specific search engines such as WATCH File should be searched.

· Checking with collecting societies and other known rights holders, such as the Publishers Association, Society of Authors etc.
· NHM Accession registers (where they exist) should be checked for rightsholder details.

Appendix 2: Notice and Take down procedure:
…

